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Dedication

This book is dedicated to my old friend and business partner Bill King, my favorite serial capitalist, whose accomplishments in the business world are proof that good ideas and hard work are rewarded in a free enterprise society.


Introduction

As more and more of the wealth of our country becomes embodied in intellectual property, it becomes increasingly important for businesspeople to grasp the basics of intellectual property law. Almost everyone has a hard time remembering the difference between the three major sorts of intellectual property: trademarks, copyrights, and patents. Trademarks are the subject of this book. Before you can completely understand trademarks, however, you need a passing knowledge of copyrights and patents. After we briefly distinguish trademarks from copyrights and patents, we’ll consider trademarks in detail.

Although all three protect products of the human imagination, trademarks, copyrights, and patents are distinct but complementary types of intellectual property. Each is governed by a different federal law. The copyright and patent statutes both originate in Article I, Section 8, Clause 8 of the Constitution, which empowers Congress “to Promote the Progress of Science and useful Arts, by securing, for limited Times to Authors and Inventors, the exclusive Right to their respective Writings and Discoveries.” Our federal trademark statute originates in the “commerce clause” of the Constitution, which gives Congress the power to regulate interstate commerce. Only our federal government regulates copyrights; copyright registrations are granted by the Copyright Office, which is a department of the Library of Congress. Similarly, only the federal government can grant a patent. However, although the federal government grants trademark registrations, so do all fifty states. And for complicated reasons, the US Patent Office and the US Trademark Office are two halves of the same division of the Department of Commerce, called the United States Patent and Trademark Office.

Confused? It gets easier. In fact, the best way to understand copyrights, patents, and trademarks is to consider them together, in relation to each other.

COPYRIGHTS

A copyright is a set of rights that the copyright statute gives to the creators of artistic, literary, musical, dramatic, and audiovisual works. Only the person who created the copyrighted work is legally permitted to reproduce, perform, or display it, distribute copies of it, or create variations of it; any unauthorized exercise of any of these rights is called “copyright infringement” and is actionable in federal court.

Since January 1, 1978, in the United States, a copyright is created whenever a creator “fixes” in tangible form a work for which copyright protection is available. Under most circumstances, a copyright will endure until seventy years after the death of the creator of the copyrighted work; after copyright protection expires, a work is said to have fallen into the “public domain” and anyone is free to use it. Registration of a copyright enhances the rights that a copyright owner gains automatically by the act of creation, but is not necessary for copyright protection. The chief limitation on the rights of copyright owners is that copyright protects only particular expressions of ideas rather than the ideas themselves. This means that several people can create copyrightable works based on the same idea; in fact, there is no infringement no matter how similar one work is to another unless one creator copied another’s work.

(For more information about copyrights, see The Copyright Guide, Fourth Edition, by Lee Wilson, published by Allworth Press.)

PATENTS

A patent is a monopoly granted by the US Patent Office for a limited time to the creator of a new invention. In the language of the patent statute, any person who “invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent,” subject to the conditions and requirements of the law.

According to the Patent Office,


A patent for an invention is the grant of a property right to the inventor, issued by the United States Patent and Trademark Office. Generally, the term of a new patent is 20 years from the date on which the application for the patent was filed in the United States or, in special cases, from the date an earlier related application was filed, subject to the payment of maintenance fees. US patent grants are effective only within the United States, US territories, and US possessions. Under certain circumstances, patent term extensions or adjustments may be available.



The right conferred by the patent grant is, in the language of the statute and of the grant itself, “the right to exclude others from making, using, offering for sale, or selling” the invention in the United States or “importing” the invention into the United States. What is granted is not the right to make, use, offer for sale, sell, or import, but the right to exclude others from making, using, offering for sale, selling, or importing the invention.

There are three types of patents:

1.   Utility patents (which generally endure for twenty years from the date on which the application for the patent was filed in the United States) may be granted to anyone who invents or discovers any new and useful process, machine, article of manufacture, or composition of matter, or any new and useful improvement thereof;

2.   Design patents (which endure for fifteen years if issued after May 13, 2015) may be granted to anyone who invents a new, original, and ornamental design for an article of manufacture; and

3.   Plant patents (which endure for twenty years from the date on which the application for the patent was filed in the United States) may be granted to anyone who invents or discovers and asexually reproduces any distinct and new variety of plant.

An inventor must meet very strict standards before the Patent Office will grant a patent for his or her invention; then, the inventor can stop everyone else from manufacturing the invention without permission or even importing an infringing invention into the United States, even if the infringer of the patent independently came up with the same invention.

No product name is protectable by patent law; a product name is a trademark and trademark protection is earned in the marketplace rather than being awarded like a patent. And no song, story, painting, or play can be patented; copyright gives writers and artists the right to keep others from copying their works, but not a complete monopoly on the creation or importation of similar works.

(For a more detailed discussion of patent law, see The Patent Guide, Second Edition, by Carl Battle and Andrea Small, from Allworth Press and consult the US Patent Office website at https://www.uspto.gov/patent.)

TRADEMARKS

Trademarks are (usually) words or designs that identify products or services to consumers. Unlike copyrights, in which their creators have protectable rights from the inception of the copyrighted work, rights in a trademark accrue only by use of the trademark in commerce and then belong to the company that applies the mark to its products rather than to the person who comes up with the name or designs the logo that becomes the trademark. Roughly speaking, a company gains rights in a trademark in proportion to the geographic scope and duration of its use of the mark. Ordinarily, the company that uses a mark first gains rights in that mark superior to any other company that later uses it for the same product or services. Unauthorized use of a trademark is trademark infringement.

Trademark infringement is a commercial sin. It is one of the more common forms of a large and not-very-well-defined area of the law called “unfair competition.” Basically, the law of unfair competition has, over the years and in numerous cases, labeled certain efforts at commercial competition “unfair”—even fraudulent—because they are too aggressive or less than honest. Unfair competition is, generally speaking, competition by dirty tricks, although several forms of unfair competition can result from otherwise innocent blunders. By declaring certain actions “unfair” in commerce, the courts seek to promote both free competition and fair competition. Among the types of trademark-related commercial conduct that have been held to constitute unfair competition are:

•   trademark infringement;

•   trademark dilution;

•   use of confusingly similar business names;

•   use of confusingly similar literary items;

•   unauthorized use of a distinctive literary or performing style;

•   copying a product’s trade dress and configuration; and

•   infringement of the right of publicity.

Not every action that has been or could be labeled unfair competition is codified, that is, named and written down in a statute. Judges may add to the list of unfair business tactics as new situations are presented that seem to them to entail overreaching by a marketer.

As is the case with copyrights, registration enhances rights in trademarks but does not create them. It is generally easy to register a mark within a state, but federal trademark registration, which confers much greater benefits, is more difficult to obtain. Trademark rights last indefinitely; as long as a mark is used in commerce, its owners have protectable rights in it.

A trademark represents the commercial reputation of a product or service as embodied in, usually, a word or design. Trademark law prohibits certain trade practices that are considered unfair, such as the imitation of another’s trademark in order to profit from consumers’ mistaken belief that the imitation trademark and the product it names are authentic. This is trademark infringement. Trademark law exists to protect consumers. It ensures, for instance, that when you buy a pair of running shoes marked with the NIKE® name, they are of the high quality you have come to expect in NIKE products because they are, indeed, manufactured by NIKE. (Lawyers use capital letters to indicate the precise verbal content of trademarks. We’ll do the same with all trademarks and with all titles, slogans, and names used like trademarks.) And in protecting consumers, trademark law also protects the interests of trademark owners—their understandable desire to market their products without interference from other marketers who seek to trade on their fame.

The two things anyone who markets a product needs to know about trademarks are how to choose them and how to use them.

Choosing a new product name is not a simple undertaking, or should not be. Certain kinds of names are not registrable as trademarks with the US Patent and Trademark Office. The knowledgeable businessperson who christens a new product will take these restrictions into account, since federal registration is, or should be, the goal of every trademark owner. The other major consideration in choosing a trademark is picking one that no one else is using. This process is called “trademark clearance.” You ignore it at your peril, since adopting and using someone’s established trademark, even innocently, is trademark infringement, and trademark infringement can result in lawsuits that are expensive to settle and hopelessly expensive to defend.

In the United States, trademark ownership accrues by use of the trademark in commerce. Unless a trademark is used in the marketplace, there is no trademark, because there is no commercial reputation that can be symbolized by the word or design. Roughly speaking, trademark owners earn the right to prevent others from using the same design or word to represent or name a product or service similar to theirs in direct proportion to the extent of their use of that name or design, geographically and otherwise.

The owner of the two BIJOU theatres in northeast Idaho can probably keep other theatres and entertainment venues from using BIJOU in their names, but only within the same general area. Unless the fame of the BIJOU theatres—their commercial reputation—has spread beyond the geographic area where they are located, the owner of the BIJOU trademark can prohibit the use of the name only within the same area.

The long-standing and widespread fame of New York’s RADIO CITY MUSIC HALL, however, allows the company to stop the use of that or any confusingly similar name for any concert or entertainment venue anywhere in the United States. The RADIO CITY MUSIC HALL name is now understood by even those who have never been there to refer to the famous theatre. Because the reputation of the entertainment destination has spread across the entire United States, US trademark law prohibits any entertainment venue anywhere in the country from appropriating the RADIO CITY MUSIC HALL name, even though, arguably, someone who buys a ticket for a show in Oklahoma is not a potential buyer for a ticket for the same date in New York. What matters in the case of famous marks is that similar or identical names are likely to create the idea in the mind of consumers that two commercial entities are somehow associated even when they are not.

Once a trademark is “cleared for takeoff” and is in use, how the mark is used is very important. If a trademark is used as a noun rather than as an adjective (“WINKLES” rather than “WINKLES toy trucks”), it can lose its status as a trademark. That’s what happened to “aspirin,” “cellophane,” and “escalator,” all of which once named particular brands of the products for which they are now the generic names.

If the ® symbol is not used properly in conjunction with a federally registered trademark, the trademark owner’s right to collect money damages in a lawsuit against a trademark infringer may be diminished.

In the abstract, these may seem like niggling considerations. In actuality, proper trademark usage can be crucial to the overall health of the company that owns the mark, since the trademark may represent the most valuable asset of the company, its goodwill. The Xerox Company thinks so, at least. Otherwise it would not run thousands of dollars’ worth of ads every year pointing out that photocopiers are not “xerox machines” and that its machines are “XEROX® brand photocopiers.”

Xerox doesn’t want to end up like the Otis Elevator Company, whose famous ESCALATOR ironically lost its uniqueness because of that very fame, thanks to the popularity and success of the moving stairways marketed under the ESCALATOR name. When the name ESCALATOR became a generic term applicable to all moving stairways, the ESCALATOR moving stairway was demoted to “escalator” and faded into the woodwork, so to speak, becoming so famous it became anonymous. The Xerox ads emphasizing the proper use of the XEROX trademark have been joined in recent years by similar protests (in the form of “cease and desist” letters to journalists and others who use name as a lower-case verb: “google”) pointing out that GOOGLE® is a trademark rather than a synonym for “to use the Google search engine to gather information on the Internet.”

The chapters that follow contain the rest of the story. I hope I have told it well, because trademarks and the law and their interaction have been a major focus of my practice for more than half my working life. Like many English majors, after graduation from college I looked for areas of commerce where my love of language could be useful. I tried most of the usual ones. I was a newspaper reporter. I wrote and produced advertising for several years. And I supported myself—badly—during law school by working as a freelance writer. But I had missed one interesting area of the law that is especially suitable for anyone who cares about the effects of language (and symbols) on human behavior—trademark law. Then, during my second and third years of law school, I clerked for a crusty but kind intellectual-property lawyer named Edwin Luedeka, who one day pointedly told me “trademark law is a good field for a woman.” And for English majors, I found.

Trademark law is more like linguistics than any other area of the law. Once you grasp the real nature of trademarks, the intricacies of trademark law seem logical. And the importance of trademarks is hard to overstate, because nearly every dollar spent in our capitalistic society is directed into one corporate pocket rather than another because of the reputation of the product or service purchased, which is represented by its trademark.

This book is designed to be a primer for anyone who creates or uses trademarks, which is just about everyone employed in any management position in American business, whether that business is a one-person, headquarters-at-home, cottage industry or a giant corporation that employs thousands of people. Since I have nibbled several of the edges of American business and have practiced trademark law for more than thirty years, I believe I am well suited to talk about the issues, concerns, and problems of both trademark owners and of those who encounter trademarks in their business life and must know how to choose, handle, and protect them.

My long-time tutor in matters of business, especially startup businesses, is my friend and former business partner Bill King, to whom this book is dedicated. I am also indebted to another friend and lawyer, Larry Woods, for some of the ideas and insights in chapter 6; his years of experience helped me expand my own observations beyond the one-person-one-viewpoint barrier that faces anyone who writes on topics as broad as the legal profession.

I enjoy trademarks, although they sometimes make my head hurt. Trademarks are one variety of intangible creations of the human imagination that have a very tangible, dollars-and-cents effect on both our commercial and personal lives. I hope you find my fascination with trademarks informative and useful. If you live in America, chances are that you will play several innings in capitalism, a game even more characteristic of this country than either baseball or basketball. This book can help you avoid some of the pitfalls that can take out even talented players too early in the game. Thanks, Mr. Ludeka.


CHAPTER 1

Understanding Trademarks

This is a short chapter because, beyond knowing what a trademark is (as you must already know if you live in the United States) and how trademark ownership arises (which is not a very long story), the main thing you need to know about trademarks is how not to infringe them. We’ll get to that just as soon as you really do understand trademarks.

The Lanham Act, which is a federal statute governing unfair competition and trademarks, defines a trademark as “any word, name, symbol, or device or any combination thereof adopted and used by a manufacturer or merchant to identify his goods and distinguish them from those manufactured or sold by others.” The statute defines a service mark as “a mark used in the sale or advertising of services to identify the services of one person and distinguish them from the services of others.” A word or symbol qualifies as a trademark when it is both actually used in commerce to identify the goods or services of a manufacturer or merchant or provider of services and when it functions to identify and distinguish the goods or services from those of other manufacturers, merchants, or providers of services. More than one trademark may identify a product—think of the various logos and versions of the name used to market COCA-COLA® soft drinks.

In a free enterprise society, trademarks are everywhere. Trademarks are the guideposts of commerce. They embody the commercial reputations of products or services in the marketplace. Manufacturers use trademarks to communicate to consumers the origin of the products they market. Consumers use trademarks to help them find the particular products and services they want. Economists have declared that trademarks perform at least two market functions: 1) they encourage the production of quality products and 2) they make shopping easier by facilitating purchasing decisions. It seems clear that as long as you can’t thump a television set like a watermelon to decide whether to buy it, but must rely instead on what you know about the television manufacturer, trademarks will remain an important part of life in America.

We all rely on trademarks every day. Almost everything you use, from the coffee you drink to the mattress you sleep on, was bought by brand name, which is another way of saying “trademark.” Nobody shows up with a checkbook at the nearest auto dealer and asks, simply, to buy “a car.” You drive a TOYOTA® or a FORD® or a VOLVO®, and you bought your car by name because of the reputation, for prestige or economy or reliability, that attaches to that car by its name. We avoid products we dislike, by name, and we seek out the ones we want, by name. These names come to mean something to the consumer. When you ask for CHANEL NO. 5® cologne at the perfume counter of a department store, you won’t be satisfied by WHITE SHOULDERS® or OBSESSION®, and when you ask for a DIET COKE® at a fast-food drive-through window, you don’t want DIET PEPSI®.

In the United States, a trademark owner gains rights in a particular name or logo for a product or service by using the name or the logo in the marketplace. (“Logos,” short for “logotypes,” are simply design trademarks, as opposed to names, which are verbal trademarks.) Trademarks can also be combinations of names or words and designs or logos. Service marks are the variety of trademarks that name services. (For simplicity’s sake, the general term “trademark,” or simply “mark,” will be used hereafter to refer to both the names or symbols for services and those for products.)

It is very important to understand that in this country trademark rights are gained by use of a mark, not by registration of it. State or federal registration of a trademark enhances the rights of the owner of the trademark and serves as notice to others of ownership of the mark, but a business that uses a trademark in the marketplace owns the right to use that mark because of that use—unless some other business has a better claim to it through longer and/or wider use—whether or not the mark is ever registered. Trademark ownership is also determined by priority of use: to own a trademark, you must do more than simply use it in the marketplace. You must also be the first to use the mark. In other words, a company acquires rights in a trademark roughly commensurate with the length of use, the geographic scope of use, and the variety of commercial uses it makes of the mark. So, for example, a large company that has long marketed a variety of products across the United States under its trademark has a much stronger claim to its mark and is much better able to halt anyone else’s use of any similar mark for any similar products than does a recently established mom-and-pop company that sells its products only in the city where it is located.

Nor can registration perpetuate the existence of a moribund trademark. If a trademark owner ceases for too long to use a trademark in the marketplace, that owner can lose all ownership rights in the mark, regardless of whether the mark has been registered. Without use of a name to market a product or service, there is no trademark—the name has ceased to embody a current reputation for the product or service to which it was applied. Think of it this way: a person’s reputation dies with him or her—that is, the reputation that remains after someone’s death is only the memory of that person’s actions in life. Because a person’s activities cease at death, his or her reputation does not continue to accrue in the present. The same is true of trademarks, which are simply the reputations of products and services. If there is no use of a trademark in the channels of commerce, the reputation of the product or service formerly marketed under that trademark becomes defunct.

Anyone involved in the marketing process knows what enormous effort and expense go into developing and publicizing new products. Trademark law allows companies that spend time and money developing their market shares to reap the benefits of that effort. Trademark law lets you enjoy the benefits of your own commercial reputation and prohibits anyone else from taking a free ride on your commercial coattails. It also protects consumers by allowing them to spend their money on the products and services they have grown to trust. This is the heart of the concept of “branding” that has garnered so much ink in the US business press in recent years.

When marketers today speak of branding, they are talking about marketing efforts aimed at creating a relationship between their products and their customers. This relationship is a combination of old-fashioned brand loyalty combined with the newer concept of creating a mystique for the product. When such a relationship can be established, it is a very powerful connection. During the early decades of the twentieth century, when American advertising was just beginning to assume the incredible power and ubiquity it has today, people bought products almost solely for their utility. That is, the ability of soap to clean and the durability of work clothes were of prime importance to the buyers of those products. Now, although the utility of many products is still important, the buying decision may be more influenced by the feeling the product gives the customer—whether that feeling is the confidence that GERBER® baby food is safe and healthy or the self-assurance that an ARMANI® suit creates. The baby food is evaluated on a different basis than the suit—GERBER® baby food is recognized as healthy and nutritious for infants, but ARMANI® suits are valued as much for their cachet as their style and structure. Every brand that survives has its own personality, a halo of residual goodwill that attaches to it and surrounds any product it names. And in a world where almost all products are sold by brand—by trademark—and practically nothing is sold without a brand name, brands and the personalities they exemplify are the keys to the survival of a product in the marketplace.

Almost anything can be a trademark so long as it is used on a product or in advertising a service in such a manner as to indicate the origin of the product or service. In other words, trademarks answer two questions: who made the product and who renders the service. All the following can and do serve as trademarks because consumers have come to associate them with the products and services they are used to market.

•   Words—ACE® bandages; PLEDGE® furniture polish; AERON® desk chairs; KODAK® film and cameras

•   Names—WATERMAN® fountain pens; HARTMANN® luggage; DELL® computers; HEINZ® sauces; TOM’S OF MAINE® for personal care products; JIMMY DEAN® sausage

•   Designs—the embroidered JORDACHE® jeans hip pocket design; the COCA-COLA® “dynamic ribbon device”; the NIKE® “swoosh” design; the UNITED WAY® outstretched-hand-and-rainbow design symbol

•   Slogans—“WHEN IT RAINS, IT POURS®” (for MORTON® salt); “SOMETIMES YOU FEEL LIKE A NUT, SOMETIMES YOU DON’T” (for PETER PAUL MOUNDS/ALMOND JOY® candy bars); and “TASTES SO GOOD CATS ASK FOR IT BY NAME” (for MEOW MIX® cat food)

•   Drawings—the Rock of Gibraltar logo for PRUDENTIAL® insurance; the GERBER® baby for baby foods and products

•   Likenesses of fictitious people or characters—BETTY CROCKER® for cake mixes; RONALD MCDONALD® for hamburgers; the QUAKER OATS® Quaker man for oatmeal; the Energizer Bunny for ENERGIZER® batteries

•   Likenesses and/or names of living people—Paul Newman’s image used as a logo for NEWMAN’S OWN® salad dressing and spaghetti sauce; Wally Amos’s likeness used on packaging for his FAMOUS AMOS® cookies

•   Likenesses and/or names of deceased people—Colonel Harlan Sanders’s image on KENTUCKY FRIED CHICKEN® containers; a depiction of the SMITH BROTHERS® on Smith Brothers Cough Drops packaging; L.L.BEAN® for clothing and sporting goods

•   Characters—the main characters in the STAR WARS® movies are trademarks for a variety of goods; so are the characters from the PEANUTS® comic strip; RONALD MCDONALD® and his buddies for restaurant services; the PILLSBURY® Dough Boy for ready-to-bake food

•   Abbreviations and nicknames—BUD® for BUDWEISER® beer; VW® for VOLKSWAGEN® automobiles; HOG® for large HARLEY-DAVIDSON® motorcycles

•   Initials—IBM®; CBS®; A&W®

•   Radio and television station call letters and radio broadcast frequency designations—WSM® radio; WTBS® television; WGBH® television; RADIO 1430®

•   Telephone numbers—1-800-HOLIDAY® (for Holiday Inn reservations); 800-SEND-FTD® for florists

•   Numbers—A.1.® steak sauce; V8® vegetable juice; FORMULA 409® household cleaner

•   Music or songs, and sounds—the SESAME STREET® television show theme song; the MR. RODGERS® television show theme song; the NBC® chimes; the roar of the MGM® lion

•   Package designs—the well-known CHANEL NO. 5® perfume bottle shape; the familiar shape of the classic bottle for COKE® soft drinks

•   Architectural features of businesses—the MCDONALD’S® hamburger restaurants’ golden arches; the characteristic orange roofs of the HOWARD JOHNSON® hotels; the design of WHITE CASTLE® hamburger restaurants

•   Characteristics of products—IVORY SOAP® is “99 44/100 PERCENT PURE®”; BON AMI® cleanser “HASN’T SCRATCHED YET!”; MORTON® salt—“WHEN IT RAINS, IT POURS®”; the shape of LIFESAVERS® candies

•   Internet domain names—AMAZON.COM® for selling books and many, many other products online; GODIVA.COM® for online sales of chocolate products

IS IT A TRADEMARK?

As you can see from the list of established trademarks above, almost anything can serve as a trademark. However, this does not mean that every element of a product or of the presentation of services can or does serve as a trademark. Marketers familiar with a variety of offbeat sorts of marks are often surprised to learn that some characteristic of their product that they consider to be unique is not considered by the Trademark Office to meet the minimum requirement for registration—that is, it does not serve as “an indicator of source” for the product. Serving as a source indicator is the most basic function of a trademark and unless a name or other sort of mark does serve as a source indicator, it’s not a trademark, no matter how clever or attractive it is. Almost any product element can fail to serve as a trademark, depending on the way it is used in the marketing of the product, but there are three reasons that are commonly cited. They are:

1.   The mark is “merely decorative”: This is an objection that commonly has to be overcome for design marks, especially those that are design elements of the product (think of the NIKE® “swoosh” device, the POLO® polo player design, the COCA-COLA® “dynamic ribbon device”). The application to federally register a design as a trademark may be rejected if the trademark examiner feels that a design is used more to decorate the product than to serve as an indicator of the product’s origin. This is because the federal trademark statute denies registration to any “device … that does not primarily serve to distinguish and identify the goods.” The “merely decorative” ground for rejection of a trademark registration application is often raised with applications to register clothing marks, especially those that are printed or embroidered directly onto the clothing, but it can also occur with other products.

Obviously, there are many famous design marks that are both decorative and registered. Remember that the objection that a design does not serve as a trademark is that the design is “merely decorative”—so long as a design mark also serves to indicate the source of the product to which it is applied, it is a trademark, no matter how decorative it may be. Sometimes the question can be resolved by repositioning the mark on the product—i.e., moving the depiction of the sunflower for SUNFLOWER ladies’ tops from the front of the T-shirt, where it is the predominant decorative element, to the label sewn inside the T-shirt and to the hangtag for the T-shirt. Or, such a design may appear both as a decorative element on the front of a shirt and on the label and hangtag. The Trademark Office just wants to make sure that consumers look for the sunflower design as a trademark in addition to whatever ornamental use is made of it on the clothing it helps to sell.

Sometimes marks that were originally “merely decorative” come, over a period of time, to signify a source for the products to which they are applied because consumers get used to looking for them, even on the front of a shirt. Think of the various forms in which the name “Tommy Hilfiger” appears, in whole or in part, on TOMMY HILFIGER® clothing. There is no question that these marks serve as marks. There is also no question that they are to some extent decorative. There are numerous examples of decorative marks that did not function as trademarks until they had acquired “secondary meaning,” which means that a mark used to market a product or service has become famous enough to be associated with one particular marketer. All this is true of common geometric shapes and colors, too, which are subject to the same “merely decorative” objection as designs, at least until they become famous enough as signifying a particular product of a particular manufacturer to overcome this objection to registrability.

2.   The mark is “functional”: This is similar to the “merely decorative” scenario. A mark is “functional” when it is part of what the product or service does, rather than being merely an indicator of the source of the product or service. A very good example of this is the characteristic roar of HARLEY-DAVIDSON® motorcycles, which is recognizable by motorcycle aficionados. The Harley-Davidson company applied in 1994 to register this sound as a trademark with the US Trademark Office. Its application said: “The mark consists of the exhaust sound of applicant’s motorcycles, produced by V-twin, common crankpin motorcycle engines when the goods are in use.” Harley-Davidson met with opposition from nine of its competitors who opposed the registration on the ground that the sound mark was “functional” and therefore not eligible for registration. Honda said that any motor of the same sort would produce the sound that Harley-Davidson said was characteristic of its motorcycles and indicated their source. After some years of haggling over the issue, Harley-Davidson dropped its application to register its roar.

One basis for this principle of trademark law is that the law recognizes that it cannot grant a monopoly, in the form of a trademark, to any truly functional feature of a product because doing so would deprive other marketers of the same sort of product from using that functional feature in their own products. In other words, if it is protectable by patent, it should be protected by a patent rather than a trademark. There is no “back-door” protection for a functional element of a product through trademark law.

3.   The mark does not yet serve as a trademark: This objection is perhaps only applicable to the names of certain sorts of series of products, such as series of books, movies, magazines, etc. The Trademark Office will deny registration of a series name if there is not yet a series. That is, if only one title of a planned series has been published, there is no series yet and there is no series trademark—yet. Before a name is applied to two or more of the series installments, it is viewed as merely a literary title rather than a trademark that indicates the source of the series. For example, the name of the extremely popular HARRY POTTER® series of books would not have qualified for trademark registration in the US Trademark Office prior to the publication of the second book in the series. Trademark owners who want to protect the names of series of books, etc., can get around this restriction to some extent by filing what is called an “intent-to-use” federal trademark registration application just after the publication of the first book (etc.) in the series. This sort of application gives the applicant up to three years to begin to actually use the mark in interstate commerce—enough time to publish the second series title and qualify for trademark registration.

For more detailed information about the inherent characteristics of trademarks and how they affect the registrability of trademarks, see chapter 4.

NAMING THE BABY

Businesspeople often encounter trademarks in what is perhaps the most critical period of their existence—their birth. When this happens, they are being asked to “incubate” brand new trademarks. Designing a new corporate logo or design trademark is one of the most important business functions you will undertake. Naming a product well is nearly as challenging as naming a new baby. And it’s also risky, perhaps more so than any other creative activity undertaken for a business purpose. That’s because we are running out of trademarks. The number of applications for new registrations that the US Trademark Office receives annually has steadily increased in recent years. During fiscal year 2015, the US Trademark Office received almost 400,000 new trademark registration applications. Applications take a while to be finally denied or granted; during 2015, there were almost 500,000 applications pending during the year. The Trademark Office, despite its best efforts, is overwhelmed by the number of registered and pending marks. To some extent, so is the marketplace. In 2015, 208,660 new registrations were granted and more than 58,000 registrations were renewed. With such an annual deluge of new trademarks joining the vast existing reservoir of active marks, it is easy to see why it has become very difficult to avoid infringing an existing trademark when you design a new logo or name a new product. It can be done, however, and the next chapter will tell you how.


CHAPTER 2

Trademark Infringement

A trademark represents the commercial reputation of a product or service in the marketplace. Trademark owners often expend enormous amounts of money in establishing and promoting their trademarks. Once established, a trademark may be one of the most valuable assets owned by a company. (Think of the Coca-Cola Company. Its various COCA-COLA® and COKE® trademarks are worth far more than the physical assets of the company.) Consequently, trademark owners act quickly against anyone who encroaches upon their trademarks. Adopting the wrong trademark can land you in a lawsuit for trademark infringement, even if you had no knowledge when you chose your trademark that it might infringe another trademark. This means that care in choosing a name for a new product or service is very important. Unfortunately, trademark selection in this country is, for the uninformed, a little like Russian roulette.

Imagine this scenario: After you’ve made three separate presentations and long after you’ve given up hope of landing the account, someone from the marketing department of the Omega Corporation calls to say that they have chosen your ad agency to handle all their US advertising. It seems they were impressed with your proposals and have decided to give their business to an agency in your city, where they have their home office. They are happy with their decision. You are happy with their decision. You and your partners hire two more artists and a new copywriter and get to work on your first big Omega assignment, developing an ad campaign to introduce their new product, a universal remote control for televisions and home sound systems that will work with all Omega Electronics products and with those of most other manufacturers as well.

But before you can advertise the new remote, you have to name it, so you and your three best creative people retire to your conference room late one afternoon to think of the perfect name. After several loud arguments, two six-packs, and more than three hours of intense brainstorming, you reach a consensus.

You and your staff like the name UNI-TROL. So do the Omega marketing people, when you present the name to them. They give you the go-ahead on the whole project and, simultaneously, a tight deadline. They want to have their product in the stores before the beginning of the new fall television season and they authorize you to do whatever is necessary to complete on time all the packaging and advertising materials they need. You roll up your shirtsleeves, work a lot of late nights, and meet their deadlines.

The new product is a hit. There is no other product like it that is as inexpensive or as simple to operate. Sales are through the roof. You start thinking of buying a new car. Then, out of the blue, you get an outraged call from the head of the Omega marketing department. He’s just learned that the Omega Corporation has been sued in federal court for trademark infringement by a big New York law firm representing a German corporation that owns US and Canadian trademark registrations it says are infringed by the name you created.

It seems that the German corporation, Unicorp, markets various sorts of electronic equipment around the world under various trademarks, all of which begin with UNI-. They are asking the court for an award of money damages and the profits from Omega’s marketing of the UNI-TROL remote, plus an injunction that would force Omega to recall all its remotes previously distributed under the UNI-TROL name, to destroy all packaging and advertising materials that use or bear the offending name, and to cease using, immediately and forever, the trademark by which the public knows the new product, UNI-TROL. There is no joy in Mudville.

The only people who are not unhappy about the trademark infringement lawsuit are the lawyers hired by the Omega Corporation to defend it. They know that some of the money you thought Omega would spend with your agency is now going to be consumed by their legal fees.

The saddest news of all is hearing that Omega’s lawyers have said that Omega’s use of the UNI-TROL mark does infringe the Unicorp marks and that, under the circumstances, the best thing for Omega to do is to cut its losses and immediately pull all the UNI-TROL broadcast and print ads and stop distributing the remotes completely until a new name and new packaging and promotional materials can be developed. This means, of course, that what Omega’s dealers will remember about Omega’s innovative remote control product is that 1) somebody goofed in naming it and 2) that goof destroyed the momentum the product initially gained in the market, cutting their profits. And what Omega will remember, regrettably, is that you proposed the name that is causing all the trouble.

None of this had to happen. In almost every case, trademark infringement problems can be avoided by the proper attention at the right time to a few simple considerations.

Had you been better informed, you would have made some effort to check on the availability of the UNI-TROL mark when you proposed it to Omega, by recommending to Omega that it conduct a trademark search or by commissioning one yourself on behalf of Omega.

A “full” trademark search, that is, a search of United States federal and state registrations as well as of data regarding valid but unregistered marks, would have turned up the “family” of UNI marks owned by Unicorp and registered in the United States for various electronic products. The lawyer interpreting the trademark search report would have called you and recommended that you go back to the drawing board for the new Omega mark. The whole process would have taken no more than ten business days and cost much less than you will spend extricating yourself from this mess, lawyer’s fees included.

You could have chosen another good name for the remote. Omega could have liked it. The lawsuit might still be in the back pocket of the Unicorp lawyers. And all those carefully produced UNI-TROL ads and materials could be winning you awards instead of gathering dust in an Omega warehouse somewhere.

But perfect hindsight is poor consolation. What you really need is to know enough about trademark infringement to avoid it. Lots of trademark disputes arise because trademarks are chosen solely on the basis of artistic merit and the image they will create in the advertising media. Those are, of course, important considerations. Coming up with a name that fits the new product and will attract consumers is a hard thing to do. However, the other hard part of naming a new product or service is finding a name that doesn’t infringe an established mark. That part of the process can make you wish you’d gone to dental school.

Trademark infringement usually results because someone has chosen a name for a new product or service that is the same as or is very similar to a mark that has been used longer for the same or a similar or related product or service. In the United States, trademark ownership is created by use of a mark. Generally speaking, the first company to begin using a mark owns it. Once a company has established ownership of a mark, anyone else who uses the mark for a similar product or service is said to be “infringing” the rights of the trademark owner. This means that any proposed trademark must be evaluated to determine whether it will infringe an established mark.

The test courts apply in determining infringing similarity between marks is “likelihood of confusion.” That is, are consumers likely to confuse the new name with the older, established trademark because of the similarity of the marks? The similarity between marks is gauged by what is called the “sight, sound, and meaning test.” This means that you want to avoid choosing for a new mark any word and/or design that looks or sounds so much like and has a meaning so like an established trademark representing a similar product that consumers will mistake the new mark for the established mark. The degree of resemblance between conflicting marks is analyzed by a comparison of the following characteristics of the marks:

1.   the overall impressions created by the marks;

2.   the pronunciations of the marks;

3.   the translations of foreign words that are elements of the marks;

4.   the verbal translations of visual elements of the marks; and

5.   the suggestions, connotations, or meanings of the marks.

The new mark infringes the older mark if there are enough similarities between the marks that it is probable that the average buyer will 1) confuse the products or services the marks represent, or 2) believe that the new product or service is somehow related to the owner of the older mark. Confusing similarity does not exist when it is merely possible that consumers will confuse the similar marks, but rather, when such confusion is probable.

Generally, infringement occurs only when similar or identical marks name similar or related products or services. However, this is not always true in the case of “strong” trademarks. Strong marks, because they have achieved broad reputations, enjoy broad protection from upstart imitators who try to capitalize on their fame and distinctiveness by associating themselves with the famous marks. KODAK®, COCA-COLA®, and LEVI’S® are examples of strong verbal marks. The “woolmark” design logo of the International Wool Secretariat, the “Morton Salt girl” character trademark, and the Shell Oil Company logo are examples of strong trademarks that consist largely or only of design or visual elements. It is a very good idea to give famous trademarks a wide berth when naming any product or service, even if the new product or service is very different from those named by the famous marks, since most owners of widely advertised and well-known marks protect their trademarks vigorously.

All this sounds a lot harder than it usually is. Since “confusing similarity” is evaluated as if through the eyes and/or ears of an average consumer, you can function as your own first line of defense against choosing a trademark that infringes another trademark. In other words, if you think your new mark might infringe an older mark, you’re probably right.

Keep in mind that it is not necessary that a new mark be identical to an established mark in order to infringe it. In fact, the degree of similarity necessary to constitute infringement varies depending on the similarity between the two products or services named by the marks. When the products or services are directly competitive, less similarity will constitute infringement. When they are not directly competitive and/or are sold in different channels of trade, more similarity is necessary to constitute infringement. A few examples will give you a feel for the degree of similarity between trademarks that constitutes “confusing similarity.”

BEARCAT for trucks will infringe BEARCAT for boats or tires or travel trailers, but not for, say, bicycles or hunting boots or police scanner radios.

TWINKLE TOYS for a child’s building block set will infringe the famous TINKER TOYS® trademark. Call your new block set TWINKLE BLOCKS, though, and you’re probably safe.

ZESTA® for saltines does not infringe SHASTA® for soft drinks. Calling any food item the same name as any other food item, however, is asking for a lawsuit, no matter how different the two varieties of food. The reasoning behind this rule is that consumers can reasonably assume that a manufacturer of one food item has begun marketing another under the same trademark. This sort of association confusion as to the origin of a product is a variety of trademark infringement. For example, the manufacturer of MARTHA WHITE® flour might not like having its established commercial reputation confused by customers who may mistakenly believe them to also be the maker of MARTHA WHITE ice cream, even if the ice cream is very good ice cream.

Bear in mind that the categories of products or services named by the marks are very important in making any evaluation of possible infringement. A breakfast roll named BON JOUR probably won’t infringe the mark of a department store named BON JOUR because rolls are far removed from department store services, both in their consumers and in the channels of trade in which they are offered. However, as we have seen, strong marks transcend the boundaries between categories of products and services. BON JOUR for a brand of breakfast rolls could infringe the trademark rights of the owners of a famous restaurant named BON JOUR for a combination of the reasons just mentioned. That is, because consumers who were familiar with the reputation of the famous restaurant might believe that breakfast rolls were a new product of the restaurant.

Generally, infringement results when the inherent similarity between two marks is “multiplied” by the degree of similarity of the products or services the marks name and the fame of the established mark. At some point, these factors reach a critical mass and ignite into a trademark infringement lawsuit.

In the case of logos or design marks that have no verbal content, the standard for judging confusing similarity is the same as that used to evaluate the similarity between word trademarks, with the exception, of course, that a mark without any words has no “sound when spoken.” With logos or design marks, you must carefully compare the appearance of the proposed logo or design mark with that of all other marks that designate similar products or services, including marks that are combinations of words and design elements. You must also consider the implications of the design elements of your proposed mark. That is, will your star logo infringe an existing mark for a similar product named STAR?

Judging similarity between logos or the design elements of marks is often more difficult than judging similarity between verbal marks because the similarity between visual elements may be much more subtle.

It is hard to talk about design trademarks in print, but a few examples of confusion between design trademarks are possible.

Any white-on-red or red-on-white curve at all similar to the famous COCA-COLA® double-curve design trademark used for any soft drink will infringe the famous COKE® trademark. However, a similar curve in another color combination used for, say, a brand of farm equipment might escape challenge.

Similarly, any design of any deer or deer-like animal used for insurance services or related services, such as financial services, would probably infringe the famous hundred-plus-year-old HARTFORD INSURANCE COMPANY® standing-stag design trademark. Use your deer for ice cream, however, and you are probably safe.

Any clown design or character used to advertise a fast-food restaurant, whether like MCDONALD’S® RONALD MCDONALD® trademark character or not, would probably be viewed by MCDONALD’S® as infringing upon its famous clown trademark. If your clown design or character was very different from our friend Ronald (perhaps a female clown named Pandora who wears a yellow wig and dresses all in pink), you could safely use her picture and an actress dressed like her to advertise and promote children’s shoes.

Employ any depiction of a tipped cup perpetually losing the “last drop” of coffee and you will run afoul of MAXWELL HOUSE®. You may even get into trouble by using such a depiction in signage for a chain of coffee shops, since consumers could reasonably believe that the shops serve, or otherwise have some association, with MAXWELL HOUSE® coffee. Set your coffee cup upright on its saucer, however, and it is probably safe to use for coffee shops.

The famous Columbia Broadcasting System “eye” symbol is as effective today as it was when first used in 1951. That means that any abstract or realistic eye design used for any US product or service that is even remotely connected with broadcasting or television or film production is going to be challenged by CBS®. You can use a dissimilar, realistic depiction of the human eye as the logo for franchise optometry shops, however, without looking over your shoulder to see if CBS is watching.

Ignore these analyses at your peril. Owners of established marks are quick to send cease and desist letters to marketers of new products who tread on their marks. An example of a cease and desist letter is reproduced in Appendix A. Names have been faked to protect the guilty, but this is essentially the text of an actual letter sent in circumstances very similar to those mentioned. If you’d like to read the first page of an actual cease and desist letter, sent by an international law firm to a website regarding the “infringement” of one of the National Pork Board’s trademarks by a spoof product, canned unicorn meat, go to www.thinkgeek.com/blog/2010/06/officially-our-bestever-cease.html. The spoof product was apparently convincing enough to anger the Pork Board or someone at the law firm. The letter supports the conclusion of many recipients of trademark cease and desist letters: trademark lawyers have no sense of humor. None. And they are prepared to fight to the death to protect their trademarks from infringement. If you can avoid it, never give anyone reason to send you a cease and desist letter (which is just a threatening letter) because what follows is a lawsuit for trademark infringement, filed (usually) in a US District Court. Judges can order you to do a lot of things you may not want to do, including stopping use of an infringing trademark, destroying materials that bear the infringing mark, and paying damages to the plaintiff whose mark you infringed.

TOO CLOSE FOR COMFORT

The following pairs of trademarks were held by courts to be confusingly similar when used in conjunction with identical or similar products.

AMERIBANC and BANK OF AMERICA

ARISE and AWAKE

ARM & HAMMER and ARM IN ARM

ARROW and AIR-O

AVEDA and AVITA

BEAUTY-REST and BEAUTY SLEEP

BECK’S BEER and EX BIER

BEEP and VEEP

BLOCKBUSTER VIDEO and VIDEO BUSTER

BLUE NUN and BLUE ANGEL

BLUE SHIELD and RED SHIELD

BLUE THUNDER and BLUE LIGHTNING

BREW MISER and COFFEE MISER

BUST RUST and RUST BUSTER

CAESAR’S PALACE and TRUMP’S PALACE

CAT TRAC and KATRACK

CENTURY 21 and CENTURY 31

CHAT NOIR and BLACK CAT (foreign language equivalent meanings can constitute infringing similarity)

CITIBANK and CITY BANK

CITY GIRL and CITY WOMAN

COCA-COLA and CLEO COLA

COMSAT and COMCET

CRISTÓBAL COLON and CHRISTOPHER COLUMBUS

CYCLONE and TORNADO

DAN RIVER, DAN MASTER, DAN TWILL, DAN TONE, DAN, and DANFRA (a new mark that is even somewhat similar to an established family of marks can infringe those related marks by being mistakenly believed to be merely a new addition to the “family”)

DATSUN and DOTSON

DELL and BELL

DERNIER TOUCHE and THE FINAL TOUCH

DOWNTOWNER and UPTOWNER

DRAMAMINE and BONAMINE

EL GALLO and THE ROOSTER

EST EST EST and IT IS IT IS IT IS

FACE TO FACE and CHEEK TO CHEEK

FIRM ’N GENTLE and NICE ’N GENTLE

GASTOWN and GAS CITY

GENTLE TOUCH and KIND TOUCH

GOOD MORNING and BUENOS DÍAS

HERITAGE and HERMITAGE

HINT O’HONEY and HIDDEN HONEY

JOUJOU and JOJO

KAHLÚA and CHULA

KEY and a picture trademark in the form of a representation of a key

KNORR and NOR-KING

LISTERINE and LISTOGEN

LONDON FOG and SMOG

LORRAINE and LA TOURAINE

MANPOWER and WOMENPOWER

MEDI-ALERT and MEDIC ALERT

MENNEN and MINON

MIRACLE WHIP and SALAD WHIP

MOUNTAIN KING and ALPINE KING

NIKON and IKON

OLD FORESTER and OLD FOSTER

ORKIN and ORKO

PHILADELPHIA and PENNSYLVANIA

PIZZERIA UNO and TACO UNO

PLAY-DOH and FUN DOUGH

PLEDGE and PROMISE

PORSCHE and PORSHA

RAIN BARREL and RAIN FRESH

ROCKLAND MORTGAGE CORP. and ROCKWELL NATIONAL MORTGAGE

SAVINGS SHOP and THE SAVINGS SPOT

SEIKO and SEYCOS

SILVER FLASH and SUPER FLASH

SMIRNOFF and SARNOFF
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