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Praise for The Law (in Plain English)® for Photographers (Fourth Edition)

“If you’re a professional photographer, you must own this book. It’s as much a basic and valuable tool as your light meter. Leonard D. DuBoff’s The Law (in Plain English)® for Photographers will help you avoid some legal pitfalls, answer many legal questions about your business, and intelligently inform you how to deal with your own legal counsel (something hard to avoid these days).”

—David Hume Kennerly, Pulitzer Prize winner, former White House photographer, University of Arizona presidential scholar

“The Law (in Plain English)® for Photographers is a must-own and must-read for anyone considering a career as a professional photographer or for one with a career already underway. Authors Leonard D. DuBoff and Sarah J. Tugman have used their experience as lawyers to provide a survey of the key areas of law that are most relevant to photographers. Drawing on individual cases, and writing in clear, vivid language, they connect examples of key matters of law and legal decisions so readers can better understand how the law works and why it matters to working professional photographers. Their sweep of topics is very valuable, ranging from intellectual property protection to all the things one must do for business formation, legally, as well as the contracts and releases necessary to effectively run a business. As such, they produce a very clear roadmap to follow for understanding the key legal issues likely to be impactful to a photographer. ”

—Tom Kennedy, executive director, American Society of Media Photographers

“A must read for any photographer! The Law (in Plain English)® for Photographers provides photographers with the guidance and necessary tools to protect their copyrights and manage a photo business in this Wild West digital age.”

—Carr Clifton, nature photographer, winner of the International Color Awards and Theodore Roosevelt Association Founders Medal

“Through the lens of photography, Leonard DuBoff’s sweeping overview of legal issues that concern all artists is a great resource for anyone who takes photographs (which is practically everyone these days), as well as professional photographers and attorneys who are often asked about intellectual property, regardless of their particular practice.”

—Alma Robinson, executive director, California Lawyers for the Arts

“Leonard DuBoff is a master at demystifying the legal issues faced daily by professional photographers. From setting up a business to drafting licenses, analyzing agreements, registering your work, the rights of privacy and publicity, work made-for hire, and much more, The Law (in Plain English)® for Photographers is an essential reference and should be on the desk of every photographer.”

—Jeff Sedlik, advocacy committee, American Photographic Artists

“Because everyone is stealing images off the internet today and seems completely ignorant of copyright law, it is more important than ever for photographers to understand copyright issues. This book covers all of that, as well the legal essentials for photographers to protect themselves and their businesses, and should be in every photographer’s library.”

—Peter Bussian, photographer, filmmaker, media consultant, and author of Passage to Afghanistan

“A few years ago Leonard DuBoff represented me and my photography firm when I had a copyright case with a large casino conglomerate. We were able to settle the case in my favor and I am forever grateful to Leonard and his team. This book of his, The Law (in Plain English)® for Photographers, has been a valuable resource ever since. The content and information within the book has served as a way to educate my clients in the laws regarding copyright issues and has allowed me to pave a smooth path in resolving conflict and disagreements about photographers’ rights regarding ownership of original works. I highly recommend this book as a way to save time and money—and peace of mind—when discussing copyright law.”

—Jeff Dow, commercial photographer
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Foreword

Copyright protection is very important to photographers; however, copyright law is complicated and perceived by many as difficult to comprehend. Leonard DuBoff and his coauthor, however, demystify it, along with many other essential topics. Photographers, lawyers, and the public are the beneficiaries. The authors explain the basics of the copyright law: what it is; who it protects; who is considered the author and owner of a photograph, with an explanation of work made for hire; what rights are granted to authors and what limitations are placed on those rights, for example, fair use and library exceptions; and how long copyright protection lasts. Additionally, they cover copyright law from the business point of view, explaining the effect of transfers of copyright ownership (along with the legal requirements) and the termination provisions concerning termination of assignments and exclusive licenses made by photographers. Significant court decisions, including recent opinions, are included with explanations that everyone can understand.

On the practical side, they include information about the benefits of registration of copyright claims with the United States Copyright Office (www.copyright.gov), as well as practical advice on how to apply for registration. They describe what constitutes infringement of a photographer’s copyright and spell out the available remedies, including an explanation of actual and statutory damages. Criminal enforcement, that is, prosecution by the United States government, is also covered.

The Law (in Plain English)® for Photographers contains much more than information on copyright, the subject that I am most familiar with, for example, trademark law, the law of defamation and libel, the rights of privacy, and publicity. Many important business topics, such as organization, tax consequences, and insurance, are laid out. This book includes not only the law, but also practical advice and timely observations. DuBoff is a well-respected expert. Photographers, and those who deal with them or care about them, will value and appreciate this book.

—Marybeth Peters

Register of Copyrights

US Copyright Office

Library of Congress





Introduction

For years, I had been asked by the many photographers I represented to provide them with the title of a text that could help them understand the myriad legal issues present in the world of photography. At that time, I was unable to locate such a book, and therefore, I wrote this text. It was my hope that this fifth book in my In Plain English® series would fill the void.

As a law professor for almost a quarter of a century, I realized the benefit in preproblem counseling, and, therefore, much of the material in this volume is intended to enlighten photographers so that legal problems can be avoided. Unfortunately, even the most prudent individual may become entangled in the web of complex legal issues, and a good deal of attention has been devoted to that possibility, as well. There is no substitute for the skills of an experienced and knowledgeable attorney. This book is not intended to replace your lawyer. Rather, it is hoped that with the information contained in these pages, you will be in a better position to communicate with your attorney in order to maximize the benefits you can expect from effective representation.

Throughout the years, since the first edition of this book was published in 1995, I have been actively involved in photography law. Through feedback from clients and colleagues and through independent research, I have continued to update and revise this book so that it can remain current and relevant.

When it became clear that there had been significant changes in the law since the last edition of this book, I enlisted the aid of Sarah Tugman, an attorney I first met in the classroom and with whom I later had the privilege of associating with in my law firm, to assist with this update. We have devoted a great deal of time and energy in updating and reworking the material that now appears in this edition of The Law (in Plain English)® for Photographers.

I am also indebted to my wife, Mary Ann Crawford DuBoff, my partner in law and in life, for everything she does and for her aid in preparing this work for publication. It is impossible to list all of the work she has undertaken in connection with this book, my other writings, and my work in general.

It is my hope that this, the fourth edition of The Law (in Plain English)® for Photographers, will continue to serve the needs of the photography community and provide you with a readable text covering the many legal issues you encounter in your chosen profession.

—Leonard D. DuBoff

Portland, Oregon, November 2019





CHAPTER 1

Intellectual Property

COPYRIGHT LAW

A professional photographer is not likely to have an in-house lawyer. So, in addition to becoming skilled at your work and getting word out to the rest of the world about your skills, you need to be aware of the potential legal problems that may be lurking in your business dealings. Once you are armed with the knowledge of what to look for, you can usually avoid potentially serious headaches.

Copyright protection is a good topic for starting this book, because it is a subject about which most photographers have many questions. While it is always recommended that an attorney be retained to assist with copyright issues, this chapter will aid you in effectively working with your lawyer.

Copyright law in the United States has its foundations in the Constitution, which, in Article I, Section 8, provides that Congress shall have the power “To promote the Progress of Science and the useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.” The First Congress exercised this power and enacted a copyright law, which has been periodically revised by later Congresses.

The Copyright Act expressly provides for the registration of photographs. Furthermore, courts have held that photography is eligible for copyright protection because photography is a form of creative expression and each photograph involves artistic choices. According to the US Supreme Court, a photograph “must be deemed a work of art and its maker an author, inventor or designer of it, within the meaning and protection of the copyright statute.” The Copyright Act of 1909 remained in effect for nearly three quarters of a century despite periodic complaints that it no longer reflected contemporary technology. At the time the 1909 Act was passed, the printing press was still the primary means of disseminating information, but new technology, such as improved printing processes, radio, television, videotape, computer software, and microfilm, created the need for a revision that would provide specific statutory copyright protection for newer information systems.

The 1909 act was substantially revised in 1976. The Copyright Revision Act of 1976 became effective on January 1, 1978, and covers works created or published on or after that date. The creation of copyright in all works published prior to January 1, 1978, is governed by the 1909 act. Rights other than creation, such as duration of copyright, infringement penalties, and infringement remedies, are governed by the revised law. It is important to be aware of the basic differences in the two laws and which law applies to a given work.

In 1988, Congress once again amended the statute so that the United States could become a party to an international copyright treaty known as the Berne Convention.

Federal Preemption of State Copyright Law

One of the problems with the 1909 act was that it was not the exclusive source of copyright law. Copyright protection (or its equivalent) was also provided by common law (that body of law developed by the courts independent of statutes), as well as by various state laws. This caused considerable confusion, since securing copyright protection or avoiding copyright infringement required careful examination of a smorgasbord of different laws.

The 1976 act largely resolved this problem by preempting and nullifying all other copyright laws. In other words, it is now the only legislation generally governing copyright protection.

What Is Copyright?

A copyright is actually a collection of five exclusive, intangible rights:


1. The right to reproduce the work

2. The right to prepare derivative works

3. The right of distribution

4. The right to perform the work

5. The right to display the work



The first right allows the owner to reproduce the work by any means. The scope of this right can be hard to define, especially when it involves photocopying, microfiche, videotape, and the like. Under the Copyright Act of 1976, others may reproduce protected works only if such reproduction involves either a fair use or an exempted use as defined by the act, which will be discussed later in this chapter.

Second is the right to prepare derivative works based on the copyrighted work. A derivative work is one that transforms or adapts the subject matter of one or more preexisting works. Thus, derivative works of a photograph might include use in a composite and adaptations into another medium, such as television, film, or a painting.

Third is the right to distribute copies to the public for sale or lease. However, once a photographer sells an image or a print, the right to control its further distribution is usually ended. This rule, known as the first sale doctrine, does not apply if the work is merely in the possession of someone else temporarily, such as by bailment, rental, lease, or loan. Bailment is the legal term for temporary possession of someone else’s property. That is, the bailee, or person holding the property, is deemed entitled to possess or hold that property, which actually belongs to someone else, known as the bailor. Leaving a camera with the repair shop establishes a bailment; so does leaving your photograph with a lab for purposes of it having it enlarged. In the latter instance, the copyright owner retains the right to control the further sale or other disposition of the photograph. If the copyright owner has a contract with the purchaser that restricts the purchaser’s freedom to dispose of the work, and if the purchaser exceeds those restrictions, there may be liability. In this situation, the copyright owner’s remedy will be governed by contract law rather than by copyright law.

You should distinguish between the sale of an image and the sale of the copyright in that print. If nothing is said about the copyright when the image is sold, you will retain the copyright. Since purchasers may not be aware of this, you may wish to call it to their attention either in the sales memorandum or on the back of the photograph.

Fourth is the right to perform the work publicly—for example, in the case of an audio/visual work, to broadcast a film on television, show it in a theater, or stream it on the Internet.

Fifth is the right to display the work publicly. Once the copyright owner has sold a copy of the photograph, however, the owner of the copy has the right to display that copy.

Who Owns the Copyright?

The general rule regarding ownership of copyright is that the creator of an image—the photographer—is the owner of the copyright in it. Before the Copyright Act of 1976, when a photograph was sold, ownership of a common law copyright was presumed to pass to the purchaser of that tangible photograph unless the photographer explicitly provided otherwise in a written agreement. In other words, there was a presumption in the law that a sale included not only the photograph itself, but all rights in that work. Under the old copyright law, the customer owned the negative, all prints, and all use rights in a photograph unless the parties contractually agreed otherwise, and the photographer was unable to print additional copies of a photograph, even if he or she retained possession of the negative. Thus, unless otherwise specified, the customer owned the negative, the right to sell or license the use of the negative, and the right to use the image commercially.

The Copyright Act of 1976 reverses the presumption that the sale of a photograph carries the copyright with it. Since January 1, 1978, unless there is a written agreement that transfers the copyright to the customer, the photographer retains the copyright, and the customer obtains only the tangible item and any rights expressly granted by the photographer. Notwithstanding this fact, the photographer may still not be able to reproduce the work for commercial purposes without the consent of the person photographed due to publicity or privacy laws (see chapter 3).

Joint Works

The creators of a joint work are coowners of the copyright in the work. A joint work is a work prepared by two or more people “with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole.” Theatrical works, for example, are generally considered joint works under the act—coauthored by the script writer, composer, lyricist, set designer, choreographer, director, and others who contribute their talent to the final production. The owners of the copyrights in a theatrical work may vary according to the contracts between the producer and the individual authors who contribute to the work.

Whatever profit one creator makes from use of the work must be shared equally with the others unless they have a written agreement that states otherwise. If there is no intention to create a unitary, or indivisible, work, each creator may own the copyright to that creator’s individual contribution. For example, one creator may own the rights to written material and another the rights in the illustrative photographs.

Works Made for Hire

Works considered to be works made for hire are an important exception to the general rule that a photographer owns the copyright in an image he or she has created. If a photograph was taken by an employee in the scope of employment, the law considers the picture to be a work made for hire, and the employer will own the copyright. The parties involved may avoid application of this rule in some circumstances, however, if they draft their contract carefully. If the employment contract itself provides, for example, that creating the copyrightable material in question is not part of the “scope of employment,” the employee will likely be considered the owner of the copyright, and the work-made-for-hire doctrine will not apply. Another method of achieving this same result is for the employee to have the copyright in the work expressly assigned back to him or her by the employer.

If the photographer is an independent contractor, the photographs will be considered works made for hire only if:


• The parties have signed a written agreement to that effect

• The work is specially ordered or commissioned as a contribution to a collective work, as part of a motion picture or other audiovisual work, as a supplementary work, as a compilation, as a translation, as an instructional text, as answer material for a test, or as an atlas



Thus, if there is no contractual agreement to the contrary, the photographer who is an independent contractor will own the copyright in these works.

The US Supreme Court in 1989, in Community for Creative Non-violence v. Reid, made it clear that a determination of the status of the person creating the work as either an employee or independent contractor must be made by considering the following factors:


• The hiring party’s right to control the manner and means by which the product is accomplished

• The skill required

• The source of the instrumentalities and tools

• The location of the work

• The duration of the relationship between the parties

• Whether the hiring party has the right to assign additional projects to the hired party

• The extent of the hired party’s discretion over when and how long to work

• The method of payment

• The hired party’s role in hiring and paying assistants

• Whether the work is part of the regular business of the hiring party

• Whether the hiring party is in business

• The provision of employee benefits

• The tax treatment of the hired party



In 1992, in a case titled Marco v. Accent Publishing Co., the US Court of Appeals for the Third Circuit held that a freelance photographer working for a client on a commission basis could not be considered the client’s employee but, rather, was an independent contractor. As such, the photographer retained the copyright in his images. The court, in agreeing with the American Society of Media Photographers (ASMP), which had filed an amicus brief for the purpose of informing the court about its position, held that almost every aspect of the photographer’s relationship with the client supported this conclusion. The photographer used his own equipment, worked at his own studio, paid his own overhead, kept his own hours, paid his own taxes, received no employee benefits, and was a skilled worker.

Transferring or Licensing the Copyright

A copyright owner may sell the entire copyright or any part of it. To accomplish this, there must be a written document, signed by the copyright owner or the owner’s duly authorized agent, that describes the rights conveyed. Only a nonexclusive license authorizing a particular use of a work can be granted orally, but it will be revocable at the will of the copyright owner. All other licensing arrangements must be in writing. The scope of rights granted should be made clear. For instance, is the purchaser of a license permitted only a one-time use or multiple uses? Specifying the exact uses conveyed can often avoid a battle over rights. (For a discussion on licensing photographs, see chapter 12.)

It is not uncommon for a photographer to become the assignee or licensee of another person’s copyright. This could happen, say, when a photographer wishes to incorporate another person’s illustrations, photographs, recordings, writings, or other work into the photographer’s work. In this case, the photographer will often enter into a licensing agreement or assignment of ownership with the other person.

Both an assignment of ownership and a licensing agreement can, and should, be recorded with the Copyright Office. The rights of the assignee or licensee are protected by recording an assignment in much the same way as the rights of an owner of real estate are protected by recording a real property deed with the county clerk’s office. In a case of conflicting transfers of rights, if two or more transactions are recorded within one month of the execution, the person whose transaction was signed first will prevail. If the transactions are not recorded within one month, the one who records first will prevail. In some circumstances, a nonexclusive license will prevail over any unrecorded transfer of ownership. The cost to record a transfer is only $105 for the first title, plus $35 for each group of ten titles or fewer.

One section of the 1976 Copyright Act pertains to the involuntary transfer of a copyright. This section, which states that such a transfer will be held invalid, was included primarily because of problems arising from US recognition of foreign copyrights. This section of the act does not apply to a transfer by the courts in a bankruptcy proceeding or a foreclosure of a mortgage secured by a copyright.

Termination of Copyright Transfers and Licenses

It is not unusual for a photographer confronted with an unequal bargaining position vis-à-vis an advertising agency to transfer all rights in the copyright to the agency for a pittance, only to see the work become valuable at a later date. The 1976 Copyright Act, in response to this kind of apparent injustice, provides that after a certain period has lapsed, the photographer or certain other parties identified in the law may terminate the transfer of the copyright and reclaim the rights. Thus, the photographer is granted a second chance to exploit a work after the original transfer of copyright. This right to terminate a transfer is called a termination interest.

In most cases, the termination interest will belong to the photographer, but if the photographer is no longer alive and is survived by a spouse but no children or grandchildren, the surviving spouse owns the termination interest. If the deceased photographer is not survived by a spouse, ownership of the interest belongs to any surviving children and the surviving children of any dead children. If the decedent is survived by both spouse and children, the interest is divided so that the spouse receives 50 percent and the children receive the remaining 50 percent.

Where the termination interest is owned by more than one party, be they other photographers or a photographer’s survivors, a majority of the owners must agree to terminate the transfer.

Under the current law, the general rule is that termination may be effected at any time within a five-year period beginning at the end of the thirty-fifth year from the date on which the rights were transferred. If, however, the transfer included the right of publication, termination may go into effect at the end of thirty-five years from the date of publication or forty years from the date of transfer, whichever is shorter.

The party wishing to terminate the transferred interest must first serve written notice on the transferee, stating the intended termination date. This notice must be served not less than two and no more than ten years prior to the stated termination date. Also, a copy of the notice must be recorded in the Copyright Office before the effective date of termination.

What Can Be Copyrighted?

The Constitution authorizes Congress to provide protection for a limited time to “authors” for their “writings.” An author, from the point of view of copyright law, is either the creator—be it a photographer, sculptor, or writer—or the employer in a work-made-for-hire situation. There have been debates over what constitutes a writing, but it is now clear that this term includes photographic images. Congress avoided use of the word “writings” in describing the scope of copyright protection. Instead, it grants copyright protection to “original works of authorship fixed in any tangible medium of expression.” Legislative comments on this section of the act suggest that Congress chose to use this wording rather than “writings” in order to have more leeway to legislate in the copyright field.

Within these broad limits, the medium in which a work is executed does not affect its copyrightability. Section 102 contains a list of copyrightable subject matter, which includes:


• Literary works

• Musical works, including any accompanying words

• Dramatic works, including any accompanying music

• Pantomimes and choreographic works

• Pictorial, graphic, and sculptural works

• Motion pictures and other audiovisual works

• Sound recordings

• Architectural works



This list is not intended to be exhaustive, and courts are free to recognize as protectable those types of works not expressly included in the list.

The 1976 act expressly exempts from copyright protection “any idea, procedure, process, system, method of operation, concept, principle, or discovery.” In short, a copyright extends only to the expression of creations of the mind, not to the ideas themselves. Frequently, there is no clear line of division between an idea and its expression, a problem that will be considered in greater detail in the Copyright Infringement and Remedies section of this chapter. For now, it is sufficient to note that a pure idea, such as a plan to photograph something in a certain manner, cannot be copyrighted—no matter how original or creative it is.

The law and the courts generally avoid using copyright law to arbitrate the public’s taste. Thus, a work is not denied a copyright even if it makes no pretense to aesthetic or academic merit. The only requirements are that a work be original and show some creativity. Originality—as distinguished from uniqueness—requires that a photograph be taken independently but does not require that it be the only one of its kind. In other words, a photograph of underwater algae in the Antarctic is copyrightable for its creative aspects; the unusual, hard-to-shoot subject matter is irrelevant.

Nonetheless, in 1998, in Ets-Hokin v. Skyy Spirits, the district court for the Northern District of California held that photographs of a vodka bottle were not entitled to copyright protection, since, said the court, the photograph was merely a derivative work of a vodka bottle, which did not display sufficient variation from the bottle itself to be copyrightable. On appeal, however, in 2000, the US Court of Appeals for the Ninth Circuit disagreed, pointing out that photography generally contains sufficient creative choices and originality so as to enjoy copyright protection. This is particularly true in the context of commercial photography, where lighting, angle, layout, and overall subject matter are evaluated and the photographer’s artistic plan is implemented. The appellate court also held that the photographs were not derivative works because the underlying work, the vodka bottle, was a “useful article” and thus not copyrightable.

Approximately a month after the Ninth Circuit decision was announced, the US District Court for the Southern District of New York was presented with a similar situation. In SHL Imaging, Inc. v. Artisan House, Inc., the court was presented with a dispute involving photographer Stephen Lindner, who had been hired to photograph Artisan’s mirrored picture frames. The photographer alleged that he retained all rights and had merely licensed Artisan the right to reproduce a limited number of photographs for use by salespersons, but Artisan had used the photographs in thousands of brochures, catalogs, and the like. Lindner filed a lawsuit for copyright infringement, and Artisan argued that the photographs were not entitled to copyright protection, since they were merely derivatives of the uncopy-rightable frames.

The court disagreed, holding that the photographs were not derivative works, as that term is used in the statute. All photographs, said the court, merely depict their subject matter and do not “recast, transform, or adopt” preexisting works. It is clear, said the judge, that the authorship of a photographic work is entirely different and separate from the authorship of the underlying work. Thus, the New York court held that photographs, even of functional works, are entitled to copyright protection. The court described two situations in which a photograph could be a derivative work:


1. A cropped photograph of an earlier photograph

2. Reshooting an earlier photograph with some alteration of the expressive elements



Unfortunately, the introduction of new technologies can bring about complications. For example, a 2008 case, Meshwerks, Inc. v. Toyota Motor Sales U.S.A., Inc., involved creation of digital 3D models of Toyota vehicles to be used on Toyota’s website. Meshwerks created the computer-generated digital models in part using measurements from the vehicles. The court held that because Meshwerks did not make decisions regarding lighting, shading, background, etc., and because Meshwerks’s purpose was to depict “the car as car,” Meshwerks had no copyright in its models, as Meshwerks contributed no original expression.

Obscenity

In the past, the Copyright Office occasionally denied protection to works considered immoral or obscene, even though it had no express authority for doing so. Today, this practice has changed. The Copyright Office will not attempt to decide whether a work is obscene, and copyright registration will not be refused because of the questionable character of any work. (For a discussion on censorship and obscenity, see chapter 4.)

Titles

Photographers should be aware that not everything in a copyrighted work is protected. For example, the title of a photograph cannot be copyrighted. It is protectable, if at all, as a trademark.

Notice

Under the 1909 act, most photographs that qualified for copyright had to be published with the proper notice attached in order to get statutory protection. The 1976 act dramatically changed the law in this respect. A photographer’s images are now automatically copyrighted once they are “fixed in a tangible medium of expression.” The photographer’s product is considered to have been “fixed in a tangible medium of expression” as soon as he or she clicks the shutter. The photograph need not be developed or printed to be protected. However, after the 1976 act and prior to the 1988 amendment (effective March 1, 1989), a copyright could be lost if a photograph were published without the proper notice and if corrective steps were not taken within a certain period of time.

Public Domain

Once the copyright on a work has expired, or been lost, the work enters the public domain, where it can be exploited by anyone in any manner. A photographer may, however, have a copyright on a work that is derived from a work in the public domain if a distinguishable variation is created. This means, for example, that Rembrandt’s Night Watch cannot be copyrighted, but a photograph of it may so long as the photographer somehow transforms the work. As a result, no one would be able to reproduce the photograph, whereas anyone can copy Rembrandt’s original. Other examples include collages, photographs of photographs, and film versions. If the copy was identical in all particulars so as to be indistinguishable from the original and the copying involved no creativity or originality, it would not be copyrightable.

Compilations

“Compilation” is defined in the Copyright Act as:


a work formed by the collection and assembling of preexisting materials or of data that are selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship. The term “compilation” includes collective works.



“Collective work” is defined as


a work, such as a periodical issue, anthology, or encyclopedia, in which a number of contributions, constituting separate and independent works in themselves, are assembled into a collective whole.



Compilations are also copyrightable as a whole, whether or not individual contributions or photographs are individually copyrighted. The copyright in a compilation does not cover the underlying material but protects the author’s rights in the selection, arrangement, and coordination of those materials.

Publication

In copyright law, the concept of publication is different from what a layperson might expect it to be. Publication is essentially dissemination to the public, but it is a technical term of art that is important in copyright law. Under the old law, there was a doctrine of limited publication, which meant that publication would not be deemed to have occurred when a photographer displayed a work only “to a definitely selected group and for a limited purpose, without the right of diffusion, reproduction, distribution, or sale.” When a photographer showed copies of a picture to close friends or associates with the understanding that such copies would not be further reproduced and distributed, the photographer had not published the pictures. Nor did the distribution of pictures to agents or customers for purposes of review and criticism constitute a publication. Thus, according to the US Supreme Court in 1907 in American Tobacco Co. v. Werckmeister, even an exhibition in a gallery or museum did not constitute publication if copying or photographing the work was prohibited.

The Revised Act of 1976 makes no specific reference to this doctrine of limited publication. It is now defined in the Copyright Act as:


the distribution of copies or phonorecords of a work to the public by sale or other transfer of ownership, or by rental, lease, or lending. The offering to distribute copies or phonorecords to a group of persons for purposes of further distribution, public performance, or public display, constitutes publication. A public performance or display of a work does not of itself constitute publication.



Moreover, a congressional report on the Revised Act states that “the public” in this context refers to people who are under no explicit or implicit restrictions with respect to disclosure of the work’s contents. This appears to suggest a continuation of the 1909 doctrine of limited publication under the current act. As will be seen later, publication is important, since it identifies the point when proper use of the copyright notice, discussed later in this chapter, will defeat certain defenses that may be raised to excuse an unauthorized use of a copyrighted work.

It also determines copyright duration in some instances.

Duration of Copyright

The duration of copyright depends upon when and how the work was created. In general, if the author is an individual, works created on or after January 1, 1978, will have copyright protection from the instant of creation until seventy years after the author’s death. The same term applies for works created before 1978 but not published or registered before then. For works created jointly, the period is measured by the life of the last surviving author plus seventy years. The copyright in works made for hire and for anonymous or pseudonymous works lasts ninety-five years from the year of first publication or 120 years from the year of the work’s creation, whichever period expires first. Unlike the 1909 act, the 1976 act requires no renewal. Renewal of copyrights in works first published prior to January 1, 1978, however, was required in the twenty-eighth year after first publication until a law providing for the automatic renewal of such works was enacted in June 1992.

Copyright Notice

Works published under the 1909 act had to contain the proper notice in order to be copyrighted. With few exceptions, any omission, misplacement, or imperfection in the notice on any copy of a work distributed by authority of the copyright owner placed the work forever in the public domain. Thus, it was important for a copyright owner signing a contract to make sure that the grant of a license to publish be conditioned on the publisher’s inclusion of the proper copyright notice. That way, if the publisher made a mistake in the notice, the publication might be deemed unauthorized, and the copyright would not be affected. In addition, the publisher could be liable to the copyright owner for the loss of copyright if it did occur.

Even though the 1976 act allowed the photographer to save the copyright on works published without notice and the 1989 revision does not require notice, someone who copies a work believing it in the public domain because there is no notice may be considered an innocent infringer. In this situation, the photographer whose work was copied may be unable to recover damages. In fact, with respect to statutory damages, while the minimum award is usually $750, the court may reduce the award to as low as $200 in a case of innocent infringement. The court might even allow the copier to continue using the work. The 1989 amendment provides that if the notice is used, then there is a presumption that an infringer cannot be innocent.

Location of Copyright Notice

The 1909 act contained complicated rules for the proper placement of the copyright notice within the work. Improper placement was one more error that was fatal to the copyright. Since March 1, 1989, a copyright notice is no longer required to be affixed to a work; nevertheless, it is a good idea to use the notice, since it will make others aware of your rights, and use of the notice will prevent anyone from claiming that copying the work was innocent. Although it is customary to place a notice at the bottom of a work, you may now place the notice anywhere, so long as it is on or immediately adjacent to your photograph.

Wording of a Copyright Notice

Even though it is no longer necessary to place a notice on your work, it still should be used whenever possible. A copyright notice has three elements:



• First, there must be the word “copyright,” the abbreviation “copr.,” the abbreviation “copyr.,” or the letter “c” in a circle—©. No variations are permitted.

• Second is the year of first publication (or, in the case of unpublished works governed by the 1909 act, the year in which the copyright was registered). This date may be expressed in Arabic or Roman numerals or in words.

• The third necessary element is the name of the copyright owner. If there are several, one name is sufficient. Usually the author’s full name is used, but if the author is well known by a last name, the last name can be used alone or with initials. The same is true if the author is known by initials alone. A business that owns a copyright may use its trade name if the name is legally recognized in its state.



The following is an example of a proper copyright notice:

© [year the work was first published] [copyright owner’s name]

Errors in or Omission of a Copyright Notice

Failure to give copyright notice or publishing an erroneous notice had very serious consequences under the old law. Under the 1909 act, the copyright was lost if the wrong name appeared in the notice. If the creator sold the copyright and recorded the sale, either the creator’s or the new owner’s name could be used, but if the sale was not recorded with the Copyright Office, use of the subsequent owner’s name in the notice destroyed the copyright.

Under current law, a mistake in the name appearing in the notice is not fatal to the copyright. However, an infringer who was honestly misled by the incorrect name could use this as a defense to a lawsuit for copyright infringement if the proper name was not on record with the Copyright Office. This is obviously another incentive for registering a sale or license of a copyright with the Copyright Office.

Under the 1909 act, a mistake in the year of the first publication could also have had serious consequences. If a date earlier than the actual date was used, the copyright term would be measured from that year, thereby decreasing the duration of protection. If a later date was used, the copyright was forfeited and the work entered the public domain, but because of the harsh consequences of losing a copyright, a mistake of one year was not penalized.

Under the current law, using an earlier date will not be of any consequence when the duration of the copyright is determined by the author’s life. When the duration of the copyright is determined by the date of first publication, as in the case of a composite work or work made for hire, the earlier date will be used to measure how long the copyright will last. If a later year is used, the work is considered to have been published without notice.

If a work was published between January 1, 1978, and March 1, 1989, without notice, the copyright owner was still protected for five years. If, during those five years, the owner registered the copyright with the Copyright Office and made a reasonable effort to place a notice on copies of the photograph that were initially published without notice and distributed within the United States, full copyright protection was granted for the appropriate duration of the published work.

A copyright owner is forgiven for omitting the notice if the omission was in violation of a licensing contract containing a provision that gave the licensee the right to publish the work but required the proper notice to be included as a condition of publication. In other words, the copyright holder fulfilled his or her responsibility for notice by requiring the licensee to publish it, and the copyright owner will not be held responsible for the licensee’s mistake. Also, if the notice was removed or obliterated by an unauthorized person, this will have no effect on the validity of the copyright.

Since the purpose of the notice is to inform members of the public that the copyright owner possesses the exclusive rights granted by the statute, it is logical that someone who infringes these rights could be consider “innocent” if the error was made because of the absence of the notice. Providing notice, though no longer required, helps prevent claims of innocent infringement, and, in some cases, the innocent infringer may be compelled to give up any profits made from the infringement. On the other hand, if the innocent infringer has made a sizable investment for future production, the court may compel the copyright owner to grant a license to such an infringer.

Deposit and Registration

While a copyright notice on a photograph tells viewers who holds the copyright, it does not constitute official notice to the US government. Once a photograph has been published, you should deposit (that is, deliver) the work and submit an application for copyright registration with the US Copyright Office.

Depositing a work and registering an application are two different acts. Neither is a prerequisite for creating a federal copyright. As a general rule, copyright protection is automatic when an original idea is “fixed in a tangible medium of expression.” The obvious question, then, is why bother to deposit the work and file the application? As will be seen later, registration is required as a prerequisite to filing a lawsuit for a “US work” and is also necessary in order for you to obtain certain remedies for infringement. A “US work” is any work by a US author, any work first published in the United States, or any foreign work published in the United States on the same day it was published in a foreign country. If you do not register the copyright at the time you make the mandatory deposit, it will be necessary to deposit additional copies when you register the work.

Mandatory Deposit

Under the deposit provisions of the current law, the owner of the copyright or the owner of the exclusive right of publication must deposit with the Copyright Office for the use of the Library of Congress two copies of the “best edition” of the work within three months after the work has been published. Sometimes such copies must be sent electronically. In other cases, electronic submission is not required. For more information on deposits, visit www.copyright.gov/circs/circ07d.pdf.

If the two copies are not deposited within the requisite three-month period, the Register of Copyrights may demand them. The Register of Copyrights is not omniscient, but the Copyright Office may know that a particular photograph had been published because of other correspondence with a publisher. If you have published a photograph on your own and never corresponded with the Copyright Office, it is not likely that this demand will be made, and you will thus need to deposit the copies only in connection with an application for registration.

If the copies are not submitted within three months after demand, the person upon whom demand was made may be subject to a fine ranging from $250 to $2,500 (the latter for a copyright proprietor who willfully and repeatedly refuses to comply with a demand). In addition, such person may be required to pay the Library of Congress an amount equal to the retail cost of the work or, if no retail cost has been established, reasonable costs incurred by the Library in acquiring the work.

Depositing copies is no longer a condition of copyright protection, but in light of the penalty provisions, it would indeed be foolish not to comply if asked.

Registration

The registration provisions of the 1976 act require that the copyright proprietor complete an application form (available from the Library of Congress) and pay a registration fee. Filing may be required to be submitted electronically, or mailing a traditional paper form may be permissible. Forms are available online at the US Copyright website at www.copyright.gov/forms. The fee for filing of an electronic form is only $35; the filing fee for a paper form is $85.

If you need to file an expedited registration, as is often done before bringing a lawsuit when the work has not already been registered, the fee to expedite (which is in addition to the registration fee) is $800. Because the time for processing a traditional paper application with correspondence is now around sixteen months, and even an electronic application without correspondence is likely to take about seven months, expedited registrations are becoming more important.

The copyright application is brief, but it is helpful to have an attorney teach you how to properly complete it. In addition, as noted above, the proprietor must deposit two copies of the “best edition” of the work to be registered (one copy if the photograph is unpublished). The media that will be accepted for copies now include multiple electronic formats. Because the list of acceptable formats is likely to change regularly as technology evolves, if you plan to submit the copies of your work in an electronic format, you should check the Copyright Office’s website when you are ready to register your copyright.

If you have many pictures to register, you can save time and money by registering and copyrighting them as a single group. The US Copyright office adopted a final rule, effective February 20, 2018, for registering groups of photographs under one application and one filing fee. Different applications and procedures apply depending on whether the photographs are published or unpublished. Applications for registration must generally be submitted electronically and must meet certain conditions. Up to 750 photographs may be included in each registration. Contributions must be submitted in a digital format and meet certain requirements. Each photograph in a group is registered as a single work.

These are the requirements for registration of unpublished photographs:


• all of the works must be photographs

• each must be unpublished

• there can be no more than 750 photographs in one group

• all photographs must be by the same “author” (this would include an employer or other person for whom a work is “made for hire”)

• the copyright claimant for each photograph must be the same person or organization (for example, this can be the photographer or a person or organization that owns all of the exclusive rights to each photograph)

• the applicant must provide a title for the group

• the applicant must provide a sequentially numbered list including a title and file name for each photograph (a template is provided by the Copyright Office)



The requirements for registration of published photographs are similar:


• all of the works must be photographs

• all of them must have been published within the same calendar year

• there can be no more than 750 photographs in one group

• all photographs must be by the same “author” (this would include an employer or other person for whom a work is “made for hire”)

• the copyright claimant for each photograph must be the same person or organization (for example, this can be the photographer or a person or organization that owns all of the exclusive rights to each photograph)

• the applicant must provide a title for the group

• the applicant must provide a sequentially numbered list including a title and file name for each photograph (a template is provided by the Copyright Office). You can find specific, detailed instructions for registration under these two groups of photographs on the US Copyright Office website.



After the effective date of this final rule, photographers will no longer be able to register under the “unpublished collection” option that was available previously, and the “pilot program” (which allowed an unlimited number of photographs to be registered with the application designed for one work) is eliminated. There remains, however, a “pilot program” for registering photographic databases, but the Copyright Office prefers registration under the two new group registration provisions.

Since under the new registration system each photograph in each group is registered as a separate work and is not considered a “compilation” or “collective work,” some of the uncertainty that has persisted in the law may be eliminated with respect to new registrations. There is disagreement between the federal courts as to whether “compilation” registrations are sufficient to permit the copyright owner to sue for infringement of the compilation’s individual components, if not separately registered, and distinctions have been drawn as to whether the copyright registrant for the “compilation” also owned the copyrights for the components.

In 2013, in Metropolitan Regional Information Systems, Inc. v. American Home Realty Network, Inc., the Fourth Circuit confronted the question of whether registration of an automated database (a multiple listing service) permitted an action for infringement on the components (photographs) by a real estate referral website. When the multiple listing service received pictures of property from real estate agents, it required them to assign the rights to the images to it and registered its automated database with the Copyright Office, updating it regularly. The real estate referral website took images from the multiple listing service website and included them on its own site. The Maryland district court had entered a preliminary injunction prohibiting the referral website from using the multiple listing service’s photographs. The Fourth Circuit upheld the injunction, noting that the multiple listing service’s registration, in the form submitted, was sufficient to give the individual photographs copyright protection, since it owned the rights to each picture, even though the pictures were not separately registered.

The Ninth Circuit, in 2014, ruled similarly in Alaska Stock, LLC v. Houghton Mifflin Harcourt Publishing Co., holding that if photographers assigned their copyrights in individual pictures to a stock agency that then registered the collection, both the collection and the individual images were registered.

On the other hand, in the Southern District of New York in 2010, in Muench Photography, Inc. v. Houghton Mifflin Harcourt Publishing Co., the court reached the opposite conclusion, finding that the registration of a database compilation gave copyright protection only to the database as a whole and not to the individual pictures in it, even though the party registering the database had been assigned limited rights to the individual pictures for the purpose of registration, as the stock agency did not “author” each individual picture, and each individual photographer was not named in the registration.

The lesson to be learned from this is the choices made in registering a copyright in groups of pictures are important and can affect both protection of the parts and further what damages may be available in an infringement action.

To complicate matters even further, there is also disagreement between the federal courts of appeals as to what constitutes a “compilation” or “one work” for the purposes of statutory damages. Several circuits allow only one statutory damage award per compilation, while others employ a “separate economic value test” that, if met, could allow multiple statutory damage awards. Care must be taken at the registration stage so as to avail a photographer of all the best protections that can be obtained under copyright law.

There is also a new rule, effective July 31, 2017, for group registration for contributions to periodicals. It allows only electronic applications and sets up a system for digital deposits. A “contribution to a periodical” is a separate and independent work first published in a periodical. This could be a photograph published in a magazine or newspaper, or even an electronically printed publication if it meets the definition of a “periodical.” A “periodical” is defined as “a collective work that is issued or intended to be issued on an established schedule in successive issues that are intended to be continued indefinitely. In most cases, each issue will bear the same title, as well as numerical or chronological designations.”

These are the requirements for registration in this category:


• All contributions must be created by the same author and must not be works made for hire.

• The copyright claimant for all of the contributions must be the same person or organization.

• Each work must be first published as a “contribution to a periodical,” and all contributions must have been published within a twelve-month period.

• The application must identify each contribution, with the date of its first publication and the periodical in which it was first published.

• The application must identify each contribution separately, along with identification of the periodical and the date it was first published.

• If the contributions were first published before March 1, 1989, certain notice requirements apply.

• Acceptable copies for deposit are required.



Detailed instructions for this type of registration are contained on the US Copyright Office website. A contribution to a periodical must be registered in a timely manner (within three months after publication for the earliest contribution in the group) in order to allow a claimant to collect statutory damages and attorney fees in an infringement action. Because internal rules of the Copyright Office are subject to change, a photographer should check with the Copyright Office regarding current registration requirements. Once a work has been registered as unpublished, it does not need to be registered again when published.

Copyright Office regulations require registration in the name of the copyright claimant on the date the application is submitted, and the claimant is defined as the author of the work or someone who has obtained all of the rights from the author. It is good practice for a photographer to take the responsibility for registering copyrights for his or her work instead of relying upon a publisher such as a magazine or newspaper to register a copyright. As earlier discussed, registration of a collection including a photographer’s pictures may not include rights for the photograph individually or for the photographer. Moreover, if the photographer grants a copyright to a publisher or other party to use a photograph in a collective work of some kind, it is a good idea, if it can be negotiated, to make the right subject to a contractual obligation to assign the copyright back to the photographer.

When your claim to copyright has been accepted by the Copyright Office, you will receive a certificate of registration, which will include the registration number as well as the effective date of the registration. The effective date of registration is when the form, fee, and deposit are received together at the Copyright Office.

It can take quite a while for you to receive the certificate, so you should consider sending the application either electronically or by certified mail/return receipt requested so you will be sure your application reached the Copyright Office. There will probably be no accompanying information with the certificate. The certificate is an official document that should be stored in a safe place.

Again, although registration is not a condition to copyright protection, the 1976 act specifies that the copyright owner cannot bring a lawsuit to enforce his or her copyright in a “US work” until the copyright has been registered.

There was disagreement in the federal appellate courts as to what had to be accomplished before a lawsuit could be filed. The Tenth and Eleventh Circuits believed that “registration” was not made until the Copyright Office acted on an application, and the Fifth and Ninth Circuits believed that a completed and submitted application was sufficient for “registration.” The U.S. Supreme Court resolved this dispute on March 4, 2019, in Fourth Estate Public Benefit Corporation v. Wall-Street.com, LLC, when it ruled that registration of a copyright occurs when the Copyright Office registers the copyright, not when the application is submitted, and that is when an infringement suit may be commenced. Since it generally takes quite some time for the Copyright Office to act on an application, this is an additional reason to submit your application for copyright as soon as possible.

Additionally, if the copyright is registered after an infringement occurs, the owner’s legal remedies will be limited. If the copyright was registered prior to the infringement, the owner may be entitled to more complete remedies, including attorneys’ fees and statutory damages. No remedies will be lost if registration is made within three months of publication. Thus, the owner of a copyright has a strong incentive to register the copyright at the earliest possible time and certainly within the three-month grace period.

Another reason to register a copyright promptly is that if registration is made within five years of publication or if the registration is of an unpublished work, the facts contained in the registration are presumed to be true. That means if the alleged infringer is unable to present evidence that those facts are untrue, you will not have to present evidence of their accuracy.

Copyright Infringement and Remedies

A copyright infringement occurs any time an unauthorized person exercises any of the exclusive rights reserved to the copyright holder—for example, if an advertiser takes one or your photographs without your permission and uses it to sell a product. The fact that the infringing party did not intend to infringe is relevant only with respect to the penalty. All actions for infringement of copyright must be brought in a federal court. The period within which suit must be brought is stated as follows in the Copyright Act: “No civil action shall be maintained under the [act] unless it is commenced within three years after the claim accrued” (17 U.S.C. §507(b)). Different courts interpret this language in different ways. A minority of courts start the three years running from the date of the infringement. This is known as the injury rule. A majority of courts start the period running from the time the copyright owner learns of the infringement, or should have learned of the infringement, whichever is sooner. This is known as the discovery rule. Since different jurisdictions calculate the time for this statute of limitations in different ways, you should promptly contact a copyright lawyer when you believe your work has been infringed.

In order to establish that there has been an infringement, the copyright owner will need to prove that the work is copyrighted and registered, that the infringer had access to the copyrighted work, and that the infringer copied a “substantial and material” portion of the copyrighted work. In order to demonstrate the extent of the damage caused by the infringement, the copyright owner must also provide evidence that shows how widely the infringing copies were distributed.

The copyright owner must prove that the infringer had access to the protected work, because an independent creation of an identical work is not an infringement. However, infringement can occur even if a work has not been copied in its entirety because any unauthorized copying of a substantial portion of a work constitutes an infringement.

Obviously, direct reproduction of a photograph without the copyright holder’s permission constitutes infringement. In a 1994 Eighth Circuit Court of Appeals case, Olan Mills, Inc. v. Linn Photo Co., Linn Photo was held to have infringed Olan Mills’s photographs when it made reproductions of portraits taken by Olan Mills without Olan Mills’s consent. Less obviously, a drawing or painting based entirely on a copyrighted photograph can constitute an infringement if it is substantially similar. A photographer who copies a copyrighted photograph of another by shooting a substantially similar photograph may be guilty of infringing the copyright. Note that while the copyright statute prohibits others from making a substantial copy of a protected work, it does not define substantial copy.
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